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1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, In such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claim 10 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for the existence of a second plate, does not 
reasonably provide enablement for what this comprises in the context of the claimed 
invention, as the detailed description fails to indicate what this mentioned plate consists 
of. The specification does not enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to provide the invention commensurate in 
scope with these claims. The second plate, while mentioned, is not explained in the 
specification in sufficient detail to provide the mentioned second plate, or if actually 
shown, is not described in the written description as to its disposition within the 
disclosed structure. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claim 1 , line 4 and claim 4, line 3, "the inserted 
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bone screws" lacks antecedent basis, as no screws per se are actually inserted in the 
orifices, the deletion of "the" correcting the antecedent problem. 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



6. Claims 1-9, 1 1-15 and 17-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Happonen et al. (7,007,798). Claims 1-2, 4-9. 11-15 and 17-20 are 
rejected under 35 U.S.C. 102(b) as being anticipated by Mikels (5,437,368). Claims 1-2, 
4-9, 16 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by Nakata et 
al. (4,955,476). Each discloses a system for keeping ready bone screws comprising a 
device (1; 10; 10; respectively) capable of receiving bone screws, the device having a 
surface (top of 4; top of 1 0; top of 1 1 ) with a plurality of orifices (2; 30; 1 2) for inserting 
the bone screws, the device allowing inserted bone screws to be kept countersunk in 
relation to the surface (see Figure lb; see Figure 3; see Figures 2 and 3), and a 
removal instrument (13; 41; 109 and 110) for removing a bone screw from the device, 
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the removal instrument dimensioned so that it is insertable into one of the orifices to 
remove a bone screw (see Figure 1 b; see Figure 3; see Figures 2 and 3). A recitation 
of the intended use of the claimed invention must result In a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). That the particular contained screw be subsequently used in a bone does not 
differentiate the screw devices of the prior art from that claimed. 

As to claims 2, 5 and 17, each discloses each orifice dimensioned to guide the 
removal instrument into the orifice. 

As to claim 3, see Happonen et al., column 4, lines 1-8. 

As to claims 6 and 7, each discloses pocket holes with contained screws lying on 
the bottom of the pocket holes (the pocket holes extending as far as the engagement of 
the bottom of the screw head with the orifice). 

As to claims 8 and 9, each discloses the orifices as through orifices and a first 
plate (4; 10; 1 1) is disclosed. 

As to claim 1 1 , Happonen et al. and Mikels as disclosed would not comprise 
more than slight springing properties. 

As to claims 12-15 and 18-20, Happonen et al. and Mikels each disclose the 
delimitation walls of the orifices reduced in diameter below the surface, the reduction in 
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diameter being gradually decreasing continuously or in steps, the reduction in inner 
diameter acting as a stop for tine heads of a contained screw. 

As to claim 16, Nakata et al. disclose a grid arrangement (see Figure 1 ). 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1 -2, 4-9 and 1 1 -20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Strong (6,830,573) in view of either one of Mikels and Nakata et al.. 
Strong et al. discloses a system for keeping ready bone screws comprising a device 
(200) for bone screws, the device having a surface with a plurality of orifices (212) for 
inserting the bone screws, the device allowing inserted bone screws to be kept, and a 
removal instrument (40) for removing a bone screw from the device. Mikels and Nakata 
et al. disclose a system for keeping screws comprising a device (10; 10; respectively) 
for screws, the device having a surface (top of 10; top plane of 1 1 ) with a plurality of 
orifices (30; 12) for inserting the screws, the device allowing inserted screws to be kept 
countersunk in relation to the surface (see Figure 3; see Figures 2 and 3), and a 
removal instrument (41 ; 109 and 110) for removing a screw from the device, the 
removal instrument dimensioned so that it is insertable into one of the orifices to remove 
a screw (see Figure 1; see Figure 13). To employ the countersunk teaching of either 
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one of Mikels and Nakata et al. to modify the bone screw system of Strong et al. would 
have been obvious in order to better protect the screws from damage prior to use. 

As to claims 2, 5 and 17, Mikels and Nakata et al. each disclose each orifice 
dimensioned to guide the removal instrument into the orifice. 

As to claims 6 and 7, Mikels and Nakata et al. each disclose pocket holes with 
contained screws lying on the bottom of the pocket holes (the pocket holes extending as 
far as the engagement of the bottom of the screw head with the orifice). 

As to claims 8 and 9, Mikels and Nakata et al. each disclose the orifices as 
through orifices and a first plate (1 0; 1 1 ) is disclosed. 

As to claim 1 1 , Strong et al. and Mikels as disclosed would not comprise more 
than slight springing properties. 

As to claims 12-15 and 18-20, Mikels discloses the delimitation walls of the 
orifices reduced in diameter below the surface, the reduction in diameter being 
gradually decreasing continuously or in steps, the reduction in inner diameter acting as 
a stop for the heads of a contained screw. 

As to claim 16, Nakata et al. disclose a grid arrangement (see Figure 1). 

9. The prior art made of record and not relied upon Is considered pertinent to 
applicant's disclosure. The prior art show devices for containing screws prior to use. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bryon P. Gehman whose telephone number is (571) 
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272-4555. The examiner can normally be reached on Monday through Wednesday 
from 5:30am to 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu, can be reached on (571 ) 272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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